United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/783,076 



112 



02/20/2004 



Frank Watts JR. 



7590 



03/08/2006 



ARMSTRONG WORLD INDUSTRIES, INC. 
LEGAL DEPARTMENT 
P. O. BOX 3001 

LANCASTER, PA 17604-3001 



01 22 A 



6275 



EXAMINER 



SIMONE, CATHERINE A 



ART UNIT 



PAPER NUMBER 



1772 

DATE MAILED: 03/08/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 





Application No. 


Appiicant(s) 


Office Action Summary 


4 A/7QO A7C 


WATTS ETAL 


Pvaminar 

cxdiniiittr 


Art Unit 






Catherine Simone 


1772 





Period for Reply 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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DETAILED ACTION 
Election/Restrictions 

1. Applicant's election without traverse of claims 34-49 in the reply filed on 1/13/06 is 
acknowledged. 

Claims 1-33 stand withdrawn from further consideration pursuant to 37 CFR 1.142(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 1/13/06. 

Claim Objections 

2. Claim 47 is objected to under 37 CFR 1 .75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim, or amend the claim to place the claim in proper dependent form, or rewrite the claim in 
independent form. Claim 47, which depends from claim 34, reads the same as Claim 39, which 
also depends from claim 34. Therefore, claim 47 fails to further limit claim 34. Appropriate 
correction is requested. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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4. Claims 34, 38, 39, 41-43, 47 and 48 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Bomboire (US 4,089,724). 

Bomboire discloses a coated freestanding film comprising a freestanding film having 
opposed first and second sides (Fig. 2, element 41); a print layer having a printed pattern or 
design, the print layer being disposed on the first side of the film (Fig. 2, element 31) and a 
discontinuous layer forming a pattern or design disposed on the second side of the film (Fig. 2, 
element 33; also see col. 5, lines 1-5) having a gloss level different from the gloss level of the 
second side of the film (see col. 5, lines 23-34). Regarding claim 38, the print layer is at least 
partially viewable through the film (see col. 5, lines 1-5). Regarding claims 39 and 47, the 
discontinuous layer comprises first and second portions, the first portion having a gloss level 
different from the gloss level of the second portion (see col. 8, lines 66-68). Regarding claim 41, 
the film comprises a plurality of film layers (see col. 5, line 46). Regarding claim 42, the 
discontinuous layer has a portion in-register with a portion of the printed pattern or design (see 
col. 4, lines 21-27). Regarding claim 43, the film is a rigid or semi-rigid film (see col. 8, lines 8- 
9 and col. 9, lines 35-40). Regarding claim 48, the discontinuous layer comprises a flatting agent, 
a texturing agent and combinations thereof (see col. 8, lines 15-22). 



Claim Rejections - 35 USC § 103 
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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6. Claims 35-37 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bomboire 
(US 4,089,724). 

Bomboire discloses a coated freestanding film comprising a freestanding film having 
opposed first and second sides (Fig. 2, element 41); a print layer having a printed pattern or 
design, the print layer being disposed on the first side of the film (Fig. 2, element 31) and a 
discontinuous layer forming a pattern or design disposed on the second side of the film (Fig. 2, 
element 33; also see col. 5, lines 1-5) having a gloss level different from the gloss level of the 
second side of the film (see col. 5, lines 23-34). Although Bomboire does teach a thickness of the 
discontinuous layer (see col. 9, lines 60-62), Bomboire fails to teach the discontinuous layer 
having a thickness between about 0.1 mils and less than about 0.5 mils, about 0.1 mils and about 
0.45 mils and about 0.1 mils and about 0.4 mils. The optimum ranges for the thickness of the 
discontinuous layer would be readily determined through routine experimentation by one having 
ordinary skill in the art depending on the desired end results. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the applicant's invention was made to have 
modified the thickness of the discontinuous layer in Bomboire to have a thickness between about 
0.1 mils and less than about 0.5 mils, about 0.1 mils and about 0.45 mils and about 0.1 mils and 
about 0.4 mils, since since it has been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only routine skill 
in the art in absence of showing unexpected results. MPEP 2144.05 (II). 

7. Claim 40 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bomboire (US 
4,089,724) in view of Schmidle et al. (US 4,273,819). 
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Bomboire discloses a coated freestanding film comprising a freestanding film having 
opposed first and second sides (Fig. 2, element 41); a print layer having a printed pattern or 
design, the print layer being disposed on the first side of the film (Fig. 2, element 31) and a 
discontinuous layer forming a pattern or design disposed on the second side of the film (Fig. 2, 
element 33; also see col. 5, lines 1-5) having a gloss level different from the gloss level of the 
first and second side of the film (see col. 5, lines 23-34). However, Bomboire fails to teach the 
print layer comprising a chemical embossing agent. Schmidle et al. teaches that it is old and well 
known in the art to have a print layer comprise a chemical embossing agent (see col. 13, lines 47- 
64) for the purpose of producing a chemical embossed pattern. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the applicant's invention was made to have 
modified the print layer in Bomboire to comprise a chemical embossing agent as suggested by 
Schmidle et al. in order to provide a chemical embossed pattern. 

8. Claims 45, 46 and 49 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bomboire (US 4,089,724) in view of Schmidle et al. (US 4,273,819). 

Bomboire discloses a coated freestanding film comprising a freestanding film having 
opposed first and second sides (Fig. 2, element 41); a print layer having a printed pattern or 
design, the print layer being disposed on the first side of the film (Fig. 2, element 31) and a 
discontinuous layer forming a pattern or design disposed on the second side of the film (Fig. 2, 
element 33; also see col. 5, lines 1-5) having a gloss level different from the gloss level of the 
first and second side of the film (see col. 5, lines 23-34). However, Bomboire fails to disclose the 
film having a mechanically embossed surface texture and the mechanically embossed surface 
texture of the film being in-register with the pattern or design of the discontinuous layer. 
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Schmidle et al. teaches that it is old and well known in the art to mechanically emboss the 
surface of a wear layer of a differential gloss decorative sheet for the purpose of providing a flat, 
dead or dull mat finish or texture which is roughened, textured, corrugated, contoured, knurled, 
lined or the like. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
applicant's invention was made to have provided the film in Bomboire with a mechanically 
embossed surface texture and have the mechanically embossed surface texture in-register with 
the pattern or design of the discontinuous layer as suggested by Schmidle et al. in order to 
provide a flat, dead or dull mat finish or texture which is roughened, textured, corrugated, 
contoured, knurled, lined or the like. 

9. Claim 44 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bomboire (US 
4,089,724). 

Bomboire discloses a coated freestanding film comprising a freestanding film having 
opposed first and second sides (Fig. 2, element 41); a print layer having a printed pattern or 
design, the print layer being disposed on the first side of the film (Fig. 2, element 31) and a 
discontinuous layer forming a pattern or design disposed on the second side of the film (Fig. 2, 
element 33; also see col. 5, lines 1-5) having a gloss level different from the gloss level of the 
first and second side of the film (see col. 5, lines 23-34). Although Bomboire teaches a vinyl film 
having plasticizer (see col. 9, lines 10-12), Bomboire fails to teach the vinyl film having less than 
5 parts plasticizer per hundred parts by weight of the vinyl resin. The optimum range for the 
plasticizer would be readily determined through routine experimentation by one having ordinary 
skill in the art depending on the desired end results. Therefore, it would have been obvious to 
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one of ordinary skill in the art at the time the applicant's invention was made to have modified 
the plasticizer in the vinyl resin of the film in Bomboire to be less than 5 parts per hundred parts 
by weight of the vinyl resin, since it has been held that where the general conditions of a claim 
are disclosed in the prior art, discovering the optimum or workable ranges involves only routine 
skill in the art in absence of showing unexpected results. MPEP 2144.05 (II). 



10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Catherine Simone whose telephone number is (571)272-1501. 
The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on (571) 272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




Catherine A. Simone 
Examiner 
Art Unit 1772 
March 3, 2006 
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